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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) [3 Claim(s) 1 and 3-15 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1. 3-5,13. and 15 is/are rejected. 

7) D Claim(s) is/are objected to. t 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-5, 13, and 15 are rejected under 35 U.S.C. 102(B) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Francotte (WO 97/0401 1). 
The claims are considered to read on Francotte (WO 97/0401 1). However, if a 
difference exists between the claims and Francotte (WO 97/0401 1), it would reside in 
optimizing the elements of Francotte (WO 97/0401 1). It would have been obvious to 
optimize the elements of Francotte (WO 97/04011) to enhance separation. 

Claims 1, 3-5, 13, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Francotte (WO 97/0401 1) in view of Voute (WO 99/51316). At best, 
the claims differ from Francotte (WO 97/0401 1) in reciting use of gamma radiation. 



Voute (WO 99/51316) (page 10, line 29-page 11, line 8 and page 14, lines 1-6) 
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discloses that gamma radiation may be used to crosslink polysaccharide derivatives. It 
would have been obvious to use gamma radiation in Francotte (WO 97/04011) because 
Voute (WO 99/51316) (page 10, line 29-page 11, line 8 and page 14, lines 1-6) 
discloses that gamma radiation may be used to crosslink polysaccharide derivatives. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Francotte (WO 97/0401 1) or Francotte (WO 97/0401 1) in view of Voute (WO 99/51316) 
as applied to claims 1, 3-5, 13, and 15 above, and further in view of either Ohnishi (U.S. 
Patent No. 6,736,967) or Japan Patent No. 2001-296288 in view of PTO Translation No 
04-4002 of Japan Patent No. 2001-296288. At best, the claim differs from either 
Francotte (WO 97/04011) or Francotte (WO 97/04011) in view of Voute (WO 99/51316) 
in reciting use of silica gel. Ohnishi (U.S. Patent No. 6,736,967) (column 4, lines 22-26) 
discloses that silica gel is a particularly preferable carrier. Paragraph 15 of PTO 
Translation No 04-4002 of Japan Patent No. 2001-296288 discloses that silica gel is an 
ideal carrier. It would have been obvious to use silica gel in either Francotte (WO 
97/0401 1) or Francotte (WO 97/04011) in view of Voute (WO 99/51316) either because 
Ohnishi (U.S. Patent No. 6,736,967) (column 4, lines 22-26) discloses that silica gel is a 
particularly preferable carrier or because paragraph 15 of PTO Translation No 04-4002 
of Japan Patent No. 2001-296288 discloses that silica gel is an ideal carrier. 

Claims 1, 3-5, 13, and 15 are rejected under 35 U.S.C. 102(B) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Japan Patent No. 2001- 
296288 in view of PTO Translation No 04-4002 of Japan Patent No. 2001-296288. 
PTO Translation No 04-4002 of Japan Patent No. 2001-296288 will serve as a 
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translation of Japan Patent No. 2001-296288. The claims are considered to read on 
Japan Patent No. 2001-296288 in view of PTO Translation No 04-4002 of Japan Patent 
No. 2001-296288. However, if a difference exists between the claims and Japan Patent 
No. 2001-296288 in view of PTO Translation No 04-4002 of Japan Patent No. 2001- 
296288, it would reside in optimizing the elements of Japan Patent No. 2001-296288 in 
view of PTO Translation No 04-4002 of Japan Patent No. 2001-296288. It would have 
been obvious to optimize the elements of Japan Patent No. 2001-296288 in view of 
PTO Translation No 04-4002 of Japan Patent No. 2001-296288 to enhance separation. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Japan 
Patent No. 2001-296288 in view of PTO Translation No 04-4002 of Japan Patent No. 
2001-296288 in view of Francotte (WO 97/0401 1). At best, the claim differs from Japan 
Patent No. 2001-296288 in view of PTO Translation No 04-4002 of Japan Patent No. 
2001-296288 in the clarity of reciting the compound contains no polymerizable 
unsaturated groups. Francotte (WO 97/0401 1) (the sentence bridging pages 2 and 3) 
discloses that it is of special importance to have no polymerizable double bonds prior to 
crosslinking. It would have been obvious to have no polymerizable unsaturated groups 
in Japan Patent No. 2001-296288 in view of PTO Translation No 04-4002 of Japan 
Patent No. 2001-296288 because Francotte (WO 97/04011) (the sentence bridging 
pages 2 and 3) discloses that it is of special importance to have no polymerizable 
double bonds prior to crosslinking. 

Claims 1, 3-5, 13, and 15 are rejected under 35 U.S.C. 102(E) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Ohnishi (U.S. Patent No. 
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6,736,967). The claims are considered to read on Ohnishi (U.S. Patent No. 6,736,967). 
However, if a difference exists between the claims and Ohnishi (U.S. Patent No. 
6,736,967), it would reside in optimizing the elements of Ohnishi (U.S. Patent No. 
6,736,967). It would have been obvious to optimize the elements of Ohnishi (U.S. 
Patent No. 6,736,967) to enhance separation. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ohnishi 
(U.S. Patent No. 6,736,967) in view of Francotte (WO 97/0401 1). At best, the claim 
differs from Ohnishi (U.S. Patent No. 6,736,967) in the clarity of reciting the compound 
contains no polymerizable unsaturated groups. Francotte (WO 97/0401 1) (the sentence 
bridging pages 2 and 3) discloses that it is of special importance to have no 
polymerizable double bonds prior to crosslinking. It would have been obvious to have 
no polymerizable unsaturated groups in Ohnishi (U.S. Patent No. 6,736,967) because 
Francotte (WO 97/0401 1) (the sentence bridging pages 2 and 3) discloses that it is of 
special importance to have no polymerizable double bonds prior to crosslinking. 

Claim 14 has been withdrawn from consideration as being drawn to a non- 
elected species. 

The remarks urge patentability over each of Francotte (WO 97/0401 1), Japan 
Patent No. 2001-296288 in view of PTO Translation No 04-4002 of Japan Patent No. 
2001-296288, and Ohnishi (U.S. Patent No. 6,736,967) based upon method of making 
limitations. However, as stated in In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 
(CCPA 1972): 

"We are therefore of the opinion that when the prior art discloses a product which 
reasonably appears to be either identical with or only slightly different than a 
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product claimed in a product-by-process claim, a rejection based alternatively on either 
section 102 or section 103 of the statute is eminently fair and acceptable." 

As such, the rejection under 35 U.S.C. 102(B) as anticipated by or, in the alternative, 

under 35 U.S.C. 103(a) as obvious over each of Francotte (WO 97/0401 1), Japan 

Patent No. 2001-296288 in view of PTO Translation No 04-4002 of Japan Patent No. 

2001-296288, and Ohnishi (U.S. Patent No. 6,736,967) is considered to be appropriate. 

The remarks urge that Francotte (WO 97/0401 1) does not use gamma radiation. 
However, Francotte (WO 97/0401 1) in the fourth full paragraph of page 5 discloses that 
he uses "radiation energy of various wavelengths." In any event, Voute (WO 99/51316) 
(page 10, line 29-page 11, line 8 and page 14, lines 1-6) discloses that gamma radiation 
may be used to crosslink polysaccharide derivatives. It would have been obvious to use 
gamma radiation in Francotte (WO 97/04011) because Voute (WO 99/51316) (page 10, 
line 29-page 11, line 8 and page 14, lines 1-6) discloses that gamma radiation may be 
used to crosslink polysaccharide derivatives. 

The remarks urge that Japan Patent No. 2001-296288 in view of PTO 
Translation No 04-4002 of Japan Patent No. 2001-296288 and Ohnishi (U.S. Patent No. 
6,736,967) do not use gamma rays to bind the polysaccharide to the support. However, 
paragraph 14 of PTO Translation No 04-4002 of Japan Patent No. 2001-296288 and 
column 4, lines 35-51 disclose binding the polysaccharide to the support with gamma 
rays. 

The remarks urge that the submitted table shows unexpected results. With 
regard to Japan Patent No. 2001-296288 in view of PTO Translation No 04-4002 of 
Japan Patent No. 2001-296288 and Ohnishi (U.S. Patent No. 6,736,967), unexpected 



Application/Control Number: 10/533,217 Page 7 

Art Unit: 1723 

results can not be shown when there is no difference. In any event, Example 6 and 
comparative example 3 of the Table of August 1 3, 2007 would appear to be 
substantially the same. Racemic Modification 1 of Example 4 and Comparative 
example 2 would appear to be substantially the same. Moreover, the claims are not of 
commensurate scope with the showing. The showing would appear to be limited to 
gamma rays and no claim is limited to gamma rays. In addition, the showing would 
appear to be limited to optical isomers. The showing has been made with respect to 
only two compounds. Lastly, the presence or absence of gamma rays would not appear 
to be the only difference in procedure of making the product of the example of the 
instant specification and Francotte (WO 97/0401 1). 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication should be directed to E. Therkom at 
telephone number (571) 272-1 149. The official fax number is 571-273-8300. 



Application/Control Number: 10/533,217 



Page 8 



Art Unit: 1723 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Ernest G. Therkorn 
Primary Examiner 
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September 7, 2007 



